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DETAILED ACTION 

1 . Applicant's Arguments/Remarks were received on August 21 , 2008. Claims 32, 
33 are cancelled. 

2. The text of those sections of Title 35, U.S.C. code not included in this action can 
be found in the prior Office Action. 

Continued Examination Under 37 CFR 1.114 

3. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 3/3/09 
has been entered. 

4. All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application phor to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 



Application/Control Number: 10/624,671 Page 3 

Art Unit: 1795 

mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Claim Rejections - 35 USC § 102 

5. The rejections under 35 U.S.C 102 (b)on clams 1,3-5, 8-11, 14, 15, 22 and 23 
as anticipated by Takeuchi et al. are maintained. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 
States. 

7. Claims 1, 3-5, 8-11, 14, 15, 22 and 23 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Takeuchi et 
al. (JP 08-295713). 

The Takeuchi et al. reference discloses an electrolyte film (Paragraph 42) for 

batteries with a molecular weight of 50,000 (Paragraph 42) and a chemical formula of: 

y \ 

0 o 

\ / 

€ 
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Wherein the polymer can be linear (un-crosslinked) and/or branched 
(crosslinked; Abstract), lithium perchlorate (Paragraph 47), a plasticizer of diethyl 
carbonate (Applicant's organic solvent). 



Claim Rejections - 35 USC § 102/103 

8. The rejections under 35 U.S.C 102 (b) on clams 1 , 3-5, 8, 9, 14 as anticipated by 
or, in the alternative, under 35 U.S.C 103(A) as obvious over Yasunami et al. are 
maintained. 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(a) A patent may not be obtained though the Invention Is not Identically disclosed or described as set 
forth In section 102 of this title, If the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner In which the Invention was made. 



10. Claims 1,3-5, 8, 9 and 14, 27-31 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Yasunami 
et al.(JP 03-177410). 

In regards to claim 1, 3-5, 8, 9, 11, 14, 15, 27-33, the Yasunami et al. reference 
discloses an electrolyte for batteries with polymerization with at least the chemical 
structure (M-44 or M-45) which is uncrossi inked: 
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and lithium perchlorate to form a matrix (Applicant's film). The Yasunami et al. 
reference does not specification state the polymer having an average molecular weight 
of 10,000 to 5,000,000 however, polymers are considered macromolecules with such 
high molecular. 

Regarding claims 27-33, It Is noted that claims 1,3-5, 8, 9, 11, 14, 15, 27-33 are 
product-by-process claims. Absent a showing to the contrary, it is the examiner's 
position that the article of the applied prior art is identical to the claimed article. Even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process. In re 
Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). Since, the final product structure of 
Yasunami et al. is the same of the Applicant's, Applicant's process is not given 
patentable weight in this claim. 

1 1 . Claims 27-33 are rejected under 35 U.S.C. 102(b) as anticipated by or, In the 
alternative, under 35 U.S.C. 103(a) as obvious over Takeuchi et al. (JP 08-295713). 

The Takeuchi et al. discloses the claimed invention above and further 
Incorporated herein. Further it is noted that claims 27-33 are product-by-process claims. 
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Absent a showing to the contrary, it is the examiner's position that the article of the 
applied prior art is identical to the claimed article. Even though product-by-process 
claims are limited by and defined by the process, determination of patentability is based 
on the product itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Since, the final product structure of Takeuchi et al. is the same of the Applicant's, 
Applicant's process is not given patentable weight in this claim. 



Claim Rejections - 35 USC § 103 

12. The rejections under 35 U.S.C 103(a), as unpatentable over unpatentable over 
Yoshida in view of Takeuchi, on claims 1, 3-5, 8-15, 22, 23 are maintained. 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl<ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claims 1,3-5, 8-15, 22, 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yoshida (US Patent 6,949,317) in view of Takeuchi et al. (JP 08- 
295713). 
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In regards to claims 1 , 3-5, 11, 12, 14, 15, the Yoshida reference teaches a 
polymer gel (wet) electrolyte includes an electrolyte solution (Abstract) composed of a 
polyurethane network (Column 9, Lines 60-65), however, does not disclose that the 
polyurethane compose a (co)polymer made of a component with the following formula 

with Y = CO'O: 

0 

The Takeuchi referen | k made with a 



(co)polymer of formula (1) where R is a hydrogen atom and Y CO'O. The 
Takeuchi reference further discloses the polyurethane give membranes high strengths, 
improved room-temperature and low-temperature conductivity and processability 
(Abstract). Therefore, it would have been obvious to one of ordinary skill to incorporate 
the polyurethane with structures as disclosed by Takeuchi to the Yoshida secondary 
battery that requires a polyurethane for relative elongated life of the battery. 
Furthermore, the Yoshida et al. reference discloses polyurethanes that have a 
molecular weight to be 1,000-50,000. It is the Examiner's position that the amounts in 
question are so close that it is prima facie obvious that one skilled in the art would have 
expected them to have the same properties Titanium Metals Corp. v. Banner, 227 
USPQ 773 




— Y— CH2— CH — CH— R 
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In regards to claims 8, 9 and 10, the Yoshida et al. reference teaches electrolyte 
ammonium salts (e.g. lithium perchlorate) (Column 7, Lines 51-56) in a methyl ethyl 
carbonate solvent (Column 9, Line 1 1 ). 

In regards to claim 13, the Yoshida et al. reference discloses the electrolyte 
being retained on a separator made of nonwoven fabhcs (Column 30, Lines 1-12) 

In regard to claims 22 and 23, the Yoshida et al. reference discloses semi- 
interpenetrating network structures which are a combination of crosslinked and non- 
crossl inked polymers. 

It is noted that claims 1 , 3-5, 22, 23 are product-by-process claims. Absent a 
showing to the contrary, it is the examiner's position that the article of the applied prior 
art is identical to the claimed article. Even though product-by-process claims are limited 
by and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable even though the prior product was made by a 
different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). Since, the final 
product structure of Yoshida et al. in view of Figovsky is the same of the Applicant's, 
Applicant's process is not given patentable weight in this claim. 

Response to Arguments 

1 5. Applicant's arguments filed August 21 , 2008 have been fully considered but they 
are not persuasive. 
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A) Applicant argues, "The Examiner misinterprets tlie claims. Not only must (A-1) 
comprise at least one cyclocarbonato group of Formula (1), it must comprise at least 
one cyclocarbonato group of Formula (1) obtained by reacting carbon dioxide with a 
(cojpolymer represented by formula 2. Therefore, (A-1) must comprise not only the at 
least one cyclocarbonato group of Formula (1) but also must comprise the (X1) 
functionality of formula 2, which is a polymerization residual group of an a ^ unsaturated 
carboxylic acid. Formula (1) thus can be accurately depicted as: 



o o 



\ / 

(Xi) Y— CHa: — CH— CH — R 



However, the claim recitation is not a method claim but a product claim. Please 
refer to MPEP 21 13, "[T]he lack of physical description in a product-by-process claim 
makes determination of the patentability of the claim more difficult, since in spite of the 
fact that the claim may recite only process limitations, it is the patentability of the 
product claimed and not of the recited process steps which must be established. We are 
therefore of the opinion that when the prior art discloses a product which reasonably 
appears to be either identical with or only slightly different than a product claimed in a 
product-by-process claim, a rejection based alternatively on either section 102 or 
section 103 of the statute is eminently fair and acceptable. As a practical matter, the 
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Patent Office is not equipped to manufacture products by the myriad of processes put 
before it and then obtain prior art products and make physical comparisons therewith." 
In re Brown, 459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972). The claim recitation 
discloses that polymer A is present and polymer A is (A-1 ) copolymer, (A-1) copolymer 
comprises a on cyclocarbonato group represented by Formula 1. These limitations were 
examined. The limitations that discloses how formula (1) was made is a product by 
process limitation. Specifically, "obtained by reacting carbon dioxide with a copolymer 
represented by formula 2" is a product-by-process limitation and was interpreted as 
such. At any rate, the Applicant's specification does not disclose this structure wherein 
XI \s a (3 unsaturated carboxylic acid and Y is COO. 

o 
II 

I \ / 

(Xi) Y — CH2 CH— CH^ — R 

I 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen O. Chu whose telephone number is (571) 272- 
5162. The examiner can normally be reached on Monday-Friday 8am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

HOC 

/PATRICK RYAN/ 

Supervisory Patent Examiner, Art Unit 1795 



